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REMARKS 

Claims 1-7, 14-21, 34-50 are pending in the application. Claims 1-3, 6, 6, 15, 19- 
21, 39, and 43 are currently amended. Claims 37, 51 and 52 are currently cancelled. 

Oath/Declaration 

Applicant's attorney attaches a copy of the declaration that was filed in this case 
with a response to missing parts on May 29, 1998 (Appendix A). This should satisfy the 
requirement to submit a replacement declaration. Inventor Russell T. Jordan is now 
deceased. 

Claim Amendments 

Claim 1 has been amended to clarify that the composition is a pharmaceutical 
grade material. Claims 2 and 3 have been amended to clarify that the ratio is a molar 
ratio, as is consistent with the first paragraph of the detailed description. Claim 19 has 
been amended to recite the antioxidant as a mans, as is consistent with the disclosed 
embodiments of the specification and the structural equivalents thereof. Claims 20 and 
21 have been amended to narrow the list of antioxidants. 

Claim Rejections - 35 U.S.C. 112 

Claims 20-21 and 51-52 stand rejected for nonenablement. Applicants' attorney 
respectfully disagrees. Although the list of antioxidants has been narrowed in claims 20 
and 21 , claim 19 addresses an antioxidant means as is consistent with the disclosure. 
The teaching is that the ascorbates and NDGA derivatives stabilize the oxine, and this 
does not require undue experimentation. 

Claim Rejections -35 U.S.C. §102 

Claims 1 and 2 stand rejected over United States Patent number 4,766,113 
issued to West et al. West '1 1 3 describes the formulation of a wood-treating product. 
The Examiner has identified a commercial product that contains 10% copper oxinate, 
namely, Nylate-10. The EPA registration for this product has been cancelled, but 
Applicant's attorney submits a Pesticides Database printout (Appendix B) showing the 
former uses for this product. It was used primarily on wood to prevent rot. This use 
differs from a pharmaceutical use of what is presently claimed. 

6 of 9 

Response to Office Action Dated June 16, 2005 

PAGE 9/18 * RCVD AT 12116/2005 4:36:46 PM [Eastern Standard Time] ' SVR:USPTO-EFXRF-6/25 " DNIS:2738300 * CSID:7209313001 * DURATION (mm-ss):04-52 


DEC-1 6-2005 FRI 02:36 PM LATHROP & GAGE 


FAX NO. 7209313001 


P. 


Docket: 399037 


Amended claim 1 distinguishes the Nylaate 10 product and West etal. by reciting 
a pharmaceutical grade material. This term is understood to mean that the claimed 
material meets the requisite standards for the intended environment of use, as is 
consistent with the specification (see paragraphs 20 and 44 of the published 
application). Pharmaceutical use is inapposite to use as a wood preservative. 
Therefore, claims 1 and 2 are not anticipated. 

Claim Rejections — 35U.S.C. §103 

Claims 1-7, 14-21, 34-37 and 39-52 stand rejected under 35 U.S.C. §103(a) as 
being unpatentable over WO 95/03032 to Unilever. Unilever is said to describe the use 
of a composition comprising 8-hydroxyquinoline and 2n 2+ ; however, the Examiner also 
explains that Unilever does not show use of at least 5% by weight of these materials. 
The Examiner asserts that motivation exists to use an increased concentration of 8- 
hydroxyquinoline and zinc because "the vehicle ranges from 2 to 99%." The examiner 
argues that the broad range of the vehicle (the earner) permits selective design of the 
Unilever formulation to include virtually any amount of 8-hydroxyquinoline and zinc. 
Unilever fails to specify any particular amounts of 8-hydrozyquinoline and zinc 
whatsoever. 

With all due respect, the rejection does not state a prima facie case because 
Unilever is nonanalogous art. The Unilever composition is a skin treatment agent that is 
designed to improve the appearance of dry, flaky or aged skin. This has noting to do 
with a composition for treating cancer, and those skilled in the art would not consult the 
skin emollient composition art when looking to provide a cancer drug. Unilever is not 
even reasonably pertinent to Applicants' field of endeavor. 

It is also the case that Unilever failed to appreciate that using increased amounts 
of 8-hydroxyquinoline and zinc, as is claimed, would have an anticancer effect where 
also Unilever does not teach supplementation with zinc. Unilever merely teaches that 
zinc is to be sequestered— and this is done in-situ with respect to zinc in the native skin. 
See page 7 at lines 5-15. This teaches away from what is clamed because Unilever 
teaches the mitigation of native zinc, not supplementation by zinc. 

As a further point on this same topic, it will be appreciated that a concentration of 
zinc chloride (see claim 39) generally above 40% is escharotic (see claim 1). Unilever 
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teaches a composition to improve the appearance of normal skin, not to chemically burn 
the skin away. Therefore, Unilever teachers away from what the Examiner proposes 
as motivation, expressly because the motivation proposed by the Examiner is 
inapposite to the purpose of the Unilever composition. It would not be possible to use 
up to 99% zinc oxinate as the Examiner suggests. Actually, this motivation is far 
beyond Unilever, which does not teach or suggest supplementation with zinc. This 
shows that the motivation is improperly made in hindsight. 

Even assuming arguendo that the Examiner has stated a prima facie case, what 
Is claimed is still patentable. 

When an applicant seeks to overcome a prima facie case of obviousness by 
showing improved performance in a range that is within or overlaps with a range 
disclosed in the prior art, the applicant must "show that the [claimed] range is 
critical , generally by showing that the claimed range achieves unexpected 
results relative to the prior art range." 

In re Geisler, 116 F.3d 1465, 43 USPQ2d 1362 (Fed. Cir. 1997) (citing In re Woodruff, 
919 F.2d 1575, 1578, 16 USPQ2d 1934, 1936 (Fed. Cir. 1990). This is an extension of 
the Papesch doctrine: 

The Hass and Henze cases, which are mentioned, ante- date section 103 and 
suggest, by way of dicta, that proof of the existence of unobvious or unexpected 
beneficial properties in a new compound, which would otherwise appear to be 
obvious (along with its properties), is indicative of the presence of "invention" and 
hence of patentability. What this comes down to, in final analysis, is a rather 
simple proposition: If that which appears, at first blush, to be obvious though new 
is shown by evidence not to be obvious then the evidence prevails over surmise 
or unsupported contention and a rejection based on obviousness must fall. Many 
cases, both before and after the enactment of section 103, have been decided 
according to such reasoning 

In re Papesch, 315 F.2d 381, 137 USPQ 43, (CCPA 1963). 

It is only fair to say that Unilever and Kolias in combination did not teach, suggest, 
or even purport to suspect, that use of the claimed range would be useful in the 
treatment of cancer. This is especially true of what is claimed as the minimum effective 
amount of 5% capped by a concentration that is not escharotic in healthy tissues. This 
result in the narrower range is, indeed, unexpected and the range is critical for this 
purpose. 
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The Examiner applies Kolias as disclosing that "the ingredients may comprise 
any amount that is effective and once a composition is known in the art it is within the 
skill of the artisan to determine optimum amounts and ratios of an ingredient. With all 
due respect, it is inappropriate to apply Kolias for the purpose of optimizing the skin- 
conditioner of Unilever. Optimization of the Unilever formulation would have produced 
an optimized skin conditioner, not an anticancer drug.. This is not a case of routine 
optimization, especially where Unilever does not teach supplementation with zinc. 

For the reasons explained above, Applicants' attorney respectfully requests 
withdrawal of the §103 rejection. 

Therefore, Applicants respectfully request the withdrawal of the rejection under 
35U.S.C. 103. 

Double Patenting 

As the rejection is provisional in nature and the claims of the other application 
have not been allowed, Applicants must delay the filing of a terminal disclaimer until it It 
necessary to do so. 

The amended claims are patentable for the above reasons. No additional fees 
are seen to be due. However, if any additional fees are due, the Commissioner is 
authorized to charge them to deposit account No. 12-600. • 


Respectfully submitted, 


LATHROP & GAGE, LC 



Ban Cleveland, Jr., 'Reg. No. 36,106 
4845 Pearl East Circle, Suite 302 
Boulder, Colorado 80301 
Telephone: (720) 931-3012 
Facsimile: (720) 931-3001 
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DECLARATION FOR PATENT APPLICATION 


Docket Number: . 8020;or>p . 


As a below named Inventor", I hereby declare that: 

Priority Claimed 
-~ Yes No 


dumber) 


(Country) 


(D^y/Manth/Year Filed) 


.duty to disclose Information which i Is , material £ > e 35 United States Code. §112, | acknowledge the 

§1.56 which became avaflabS^ " ""ft C ° dB 0f FBderaI *QuA«£' 

filing date of this application 0 Bie pffor a PP ,lcat,on and national or PCT Internationa 


(Application Number) 


(Filing Date) (status - patented, pending, abandoned)- 


Carl A. Forest 28,494; Mark A QuaE* ™Snn vt **% m l : Dona,<,M - D «ft 17,484; James M. Grata 28 300- 
Wilbar P43,26fi,- Robert M Meeta "2 ^ £h ^ C ^" d ' Jr 36 ' 106: Miclwel J - 37.9361 w£mP 

graziano a P.c. 17 8 ( o -^ItS^Te^ Jr - • Du ^. •. 

■ ^ are true and that a, statement, made on 

willful false statements and the X sc I mS« a » „5fl f ^ 1 heS6 slatementa w»™ made with the knowledge that 
nile 1 8 of the United States ^JSSS^£S!SSSS^ " imp ™ ent " b °*- ««fer SMiHoTS 

, or any patent Issued thereon. ^ fa,ae state r™k ma/jeopardize the validity of the application 


E^'S^g.^ 'I any feiven nam °- -am* 
■^^-.BagSSB^r citizen^ 


P05t ° ffiCB ^ ss ^dfefe 


RlJSS&l T. Jordan , M.D. Oh ft 


LLS. 


Residence Parker. rJ^ty? 1 "^^"^ Date 


P05t Offi^ Address 4825 L>al a .^, 0 ert '^nshlp 


U.S. 


Full name of third join. 
Inventor's signature ^ 

Resfdenee Parka^c^,^ 



Pme) Frank s. Poiestip. M p 
- Oate „ ' 
Citizenship U.S. 
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Halp | Feedback 


Note: Sec Working with the Information on this Papa section below for important notes about this data. ~ 

, t Identifying information> including U.S. EPA registration number, product registration 

Product ID status, formulation and warning label, as well as links to sources of product labels and 

MSDS information. 

Summary of the toxicity properties of each active ingredient and the percent of each 
active ingredient in the product* 

Approved uses for the product by genera! use typo, pes^ and crop or location. 


Toxicity 
Uses 


Registration 
Company 

Distributor Namea 


Product registration history, including initial date registered, date cancelled (if 
applicable), and date registration was transferred (if applicable). 

Name, address, and identifying number of the company that registered the product. 
Name and address of the agents if applicable. 

Complete list of names under which this product is sold. Often a company will register 
a single product and then sell the same product under many different brand names. The 
'Distributor Name 1 list is a complete list of these names. 


Product Identification for Nylate 10-bfg 

Basic Identification Information About This Product 

MSf^DdPE PdMct Lqhs l [Select Sou rcT 

Product Registration StaTim 
Formulating 

MMBad Actor Product- 
No. of names this produc tis sold unde r 


13 


36977*16 
Cancelled 

Emutslfiabte concentrate 
3 Caution 
No 


1 (See bottom atpjga for complete list of products} 


Toxicity for Nylate 1 0-bfg Top ^ 

Summary Toxicity Information for the Active Ingredients in thia Product 

For detailed chemical Information click on the chemical names below 

Acllvo Ingredients Percent PAN BgdAfftor Acuta <krstoaaffli choitnBBtemgn Dm/^opm Bp tnf Endo^rJna Acuta 

enamel Nam* ShamUM^ Toxicity 2 Inhibitor or filsrj^oj; Aflkaiic 

Rpprgdiictlyia JaxUM 

0 Toxin 
Coppar B- 

fluJOCillnflteata 9.00% Not Listed Not Acutely Toxic Unclassiflabla No 1?' IS 

ittp;/7vm\v.pesticideiDfo.org/DetaU_Product.jsp?REG_NR=035977000 1 6&DIST_NR=035977 1 2/1 6/20Q 
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■ Cancelation Dare: Oct 10. 1989 

GancBimaas^Baafifia: MainL fee non-payme BEST AVAILABLE COPY 


Company and Agent Information for Nylate 10-bfg 

'Mawrfafilumr Agent 
Maag agrochemicals 
Po box 6430 

Vero beach, PL 32S61 No Agent, See Company Info. 

Phone; 4076077506 
Company Number; X>35977 


Ptetrlhjtar 


Topi 


Na Additional Distributor, See Company \h 


Distributor Names for Nylate 10-bfg 

HcQct uctnamea Diab^utg r 
Nylate 1 0-bfo Maag agrochamlcals 


Product Type 
Parent Product 


A pproval Date 
Jan 13, 1984 


Top | 

Cancellat ion Date 

0*10,1988 : 


Working with the Information on this Page 

Click on underlined terms for definitions or go to the Pesticide Tutorial overview page. 

Any underlined term with a book Icon SHhas additional information. 


To print this page, choose Print To export this data, choose Save As 'HTML Source' and open it in Excel or equivalent program. 

H S i Citefo *- : ^ 0rmn M 3 K"Oiey t AWPfi«WEte Dambosa, Poeiiclda Action Network, Narto America (San Francisco, Ca. 2DM). mip;www.poslicliJalnfe.ora. 

<&2000-Z006 Po3ticacJe Action Neiwork, ftorth Amertsa. All rfghls rosefvaj, 'f 


http^wvw.pes^ 12/16/^0C 
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i my l itwiuucnuiu lurjNyiaw; iu-[?ig 

* O" 

Indicates high toxicity in ihe givon r,1 f Ifc ^ s «° available ttgiflfr-nf-iftp-syitiertce assessment, for additional Information on toxicity from 

lexicological category , f ' scicntilTc journals or registration documents, see the "Additional Resources for Toxicity N section of the 

cham tea | detail page for each active ingredient 

Lun^^l^P T ' heiT,ic8ls <W« one or more of the following: highly acutely toxic, cholmcstcrasc inhibitor, known/prob^fe carcinoeen known 

Other Ingredients in this Product 

1 W ii^Sl'S ^ i " ere ll e " B ( ^ S) 8re reported - ln addition t0 QCtive intents, pesticide products may contain one or m&e 
inert ingredients. Many "mcrt" ingredients in current use have known adverse human and environmental effects. 

Lgtatcme nl on inffl S U.S. EPA li^ p f fa^re NCAPIneris Report fpdfl 


"I 

Historic Uses in the U.S. for Nylate 10-bfg 

Nbtel Thls.product is now excelled, when it was registered it was used for the following: Tc,> ^ 

Uses 

til Funalcida 
Jti. 

ild Mold;mUdB W „C" 


CLQB^and Locations 

^ j^?!"^.?.^. f ^ ' ■ a&ffla^ , afaMLiato . Wood fences ftol eontnei nnnS^Mnn ^ '" 

SSSSSST ' -^Srf 595 • w ^ wwnhwp. 1W frtt contaot nonfunction tmmtZ*. ^ 
3fSS2s tL?ir"TTT^^ . v^d^h^^mori , 


/ii. 

.IV 


U.S. Product Registration History for Nylate 10-bfg Top 4 

' .L i.s.gpAPro^R^Nn : 35077-18 jU.S._Sete Registration Searches irj 

Etoduct Reparation Status- Cancelled 
Aanmual fia^j tan n 1 

ttp://wvw.pestic^ 12/16/2^)0. 
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